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Opinion by Walters, Adm nistrative Trademark Judge:

Bacardi & Conpany Limted has filed a trademark
application to register the mark, LITTLE HAVANA! for “rum
and rum specialty drinks.”

The Trademark Exami ning Attorney has finally refused
regi stration under Section 2(e)(3) of the Trademark Act, 15

U.S.C. 1052(e)(3),2 on the ground that applicant’s mark is

! Serial No. 74/532,347, in International Cass 33, filed June 2, 1994,
based on a bona fide intention to use the mark i n conmerce.

2 The anendnents to Section 2 of the Trademark Act of 1946 made by
Public Law 103-183, 107 Stat. 2057, The North Anerican Free Trade
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primarily geographically deceptively m sdescriptive in
connection with its proposed goods.

Appl i cant has appeal ed. Both applicant and the
Exam ni ng Attorney have filed briefs, but an oral hearing
was not requested. W reverse the refusal to register.

In order for registration to be properly refused under
Section 2(e)(3), it is necessary to showthat (i) the mark
sought to be registered is the nane of a place known
generally to the public; and that (ii) purchasers are likely
to believe, mstakenly, that the goods or services sold
under applicant’s mark have their origin in or are sonehow
connected with the geographic place naned in the mark. 1In
re Nantucket, Inc., 677 F.2d 95, 213 USPQ 889 (CCPA 1982).
See also, Inre California Pizza Kitchen, Inc., 10 USPQ2d
1704 (TTAB 1988), citing In re Societa General e des Eaux
Mnerals de Vittel S. A, 824 F.2d 957, 3 USP@@d 1450 (Fed.
Cr. 1987).

Mar k Conveys Primarily Geographi c Connotation

Wth regard to the first prong of the test, we find

that the primary significance of LITTLE HAVANA is

Enact nent Act, apply to applications filed on or after Decenber 8, 1993.
Prior to these amendnents, the prohibitions against registration on the
grounds that a mark is primarily geographically descriptive or that a
mark is primarily geographically deceptively m sdescriptive were
contained in Section 2(e)(2) of the Act. Under the |aw as anmended, the
prohi biti on against registration on the ground that a mark is primarily
geogr aphi cal ly deceptively m sdescriptive is contained in Section
2(e)(3) of the Act, which is applicable to the case herein. The |Iega
standard for determning this issue has not changed, although marks
found to be primarily geographically deceptively m sdescriptive are no
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geographical. There is no dispute that LITTLE HAVANA is a
wel | - known Hi spanic community, substantially populated with
ém grés from Cuba and Cuban- Aneri cans, which is neither
remote nor obscure, and which is located in Mam, Florida.
The Exam ning Attorney submtted excerpts from seven
articles contained in the NEXI S database to establish the
geogr aphi ¢ significance of LI TTLE HAVANA 3

Addi tionally, the Exam ning Attorney contends that, as
HAVANA is a principal city in Cuba, LITTLE HAVANA al so
connot es Havana, Cuba. The Exam ning Attorney states in his
brief (p. 8 “[t]he addition of the word ‘Little qualifies
the word so that it may refer to either a part of a section
of the city of Havana, Cuba, or the section of the city of
Mam , Florida, known as ‘Little Havana.’” W agree that
the record supports the conclusion that the term HAVANA i s
primarily geographic and connotes the city of Havana, Cuba.
However, the record contains no evidence establishing either
that there is a section of Havana, Cuba, referred to as
LI TTLE HAVANA, or that the relevant public in the United
States woul d understand the phrase LI TTLE HAVANA to refer to
Havana, Cuba. Thus, we conclude that LI TTLE HAVANA has a

geogr aphi cal connotation distinctly different from HAVANA,

I onger eligible for registration under the provisions of Section 2(f) of
the Act, subject to certain grandfather provisions.

3 The NEXI'S search report subnitted by the Exanining Attorney indicates
that he searched the database for LITTLE HAVANA within four words of

M AM and found 1,582 stories. W presunme that the seven stories in the
record are a representative sanple.
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the former referring to the comunity in Mam, Florida, and
the latter referring to the city in Cuba.

We are not persuaded that LITTLE HAVANA i s not
primarily geographic in connotation by applicant’s
contentions that HAVANA “evokes the inmage of a pre-Castro,
free-wheeling lifestyle that woul d appeal to the purchasers
of aged, fine runi; or that applicant is “internationally
renowned for being the originator of the light style of
Cuban rum aged and carefully bl ended, which becane a
favorite in the United States after Prohibition and
continues to gain in popularity today.” (Applicant’s brief,
p. 3.) See, In re Bacardi & Conpany Limted,  USPQR2d
(TTAB, Serial No. 74/534,987 et.al., My 27, 1997).
Applicant has submtted absolutely no evidence to establish
on this record that the rel evant purchasers woul d make such
an association with the term HAVANA or that such an
associ ation would extend to the conposite mark LI TTLE
HAVANA. 4

Goods/ Pl ace Associ ati on

There is strong evidence in this case that Havana,

Cuba, is a geographic location for which rumis a

significant product so that consuners are likely to nake a

* Even if applicant had established an association between HAVANA and a
particular lifestyle, such association would not contradict the primry
geogr aphi ¢ significance of HAVANA, as the association may be nade

preci sely because of the primary significance of HAVANA as a city in
Cuba.
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goods/ pl ace associ ation between HAVANA and rum products.?
Thus, if the primary geographic connotation of applicant’s
mar k was Havana, Cuba, we woul d concl ude that a goods/pl ace
associ ati on has been established and, thus, purchasers are
likely to believe that rum products sold under such a mark
originate in Havana, Cuba. However, that is not the case
herein and we concl ude that the Exam ning Attorney has not
est abl i shed a goods/ pl ace associ ati on between LI TTLE HAVANA
in Mam , Florida, and rum products.

In this regard, the Exam ning Attorney states (brief,
p. 9):

How woul d peopl e perceive the mark in relation to
the goods if the mark refers to the Little Havana
section of the city of Mam, Florida? Because
appl i cant has no specific location fromwhich its
rum products originate, in that it is a

di versified conpany; and applicant’s goods are
distributed in the United States from M am , which
includes the Little Havana section that is known
for its Cuban- Anerican and Cuban ém gré comunity;
and applicant uses the sane fornul ae, ingredients,
and know how in producing its product as it

devel oped i n Havana, Cuba; purchasers woul d make
an associ ati on between the |ocation known as
Little Havana, a part of Mam, and applicant’s
rum products. It may be believed that applicant’s
rumis either produced, bottled, processed,
rebottled, stored, or aged in Little Havana,
Mam . Purchasers would believe that Little
Havana in Mam is one of the places of origin of
t he goods and be decei ved because the goods are
nei t her produced nor distributed through the
Little Havana section of Mam.

® The Exanining Attorney has submitted evidence fromdictionaries,

encycl opedi as and gazetteers indicating that Havana, Cuba, is a najor
city which produces a variety of goods, anpbng which “runi is listed as a
significant product. Further, applicant has alleged that its fanmly
nane, Bacardi, is widely associated with rumthat is historically from
Cuba and that U. S. consumers associate a certain popular style of rum as
originating in Cuba.
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We find the Exam ning Attorney’s contention to be primarily
conjecture. First, it does not automatically follow that,
because rumis a product closely associated with Cuba, the
sanme associ ation extends to LITTLE HAVANA sinply because it
is substantially a Cuban- Areri can/ Cuban ém gré conmunity.
The record does not establish such an association on this
basis, nor does it establish any basis for concl uding,
regardl ess of any connection in the m nds of purchasers

bet ween Cuba and LI TTLE HAVANA, that purchasers woul d
associate rum products with LITTLE HAVANA in M am, Florida.
Li kewi se, the fact that applicant’s product was devel oped
and originally produced in Cuba does not establish an
associ ati on between rum products and LI TTLE HAVANA.

It is a general principle that, absent a genui ne issue
that the termis renote or obscure, or that its primary
significance is other than geographic, a goods/pl ace
associ ation may be presuned fromthe fact that applicant’s
goods cone fromthe place naned in the mark. See, In re
California Pizza Kitchen, Inc., supra at 1706, citing In re
Handl er Fenton Westerns, Inc., 214 USPQ 848 (TTAB 1982). In
the case before us, applicant admts that its goods are
manuf actured in several specified countries outside the
United States, other than Cuba, and that its goods enter the

United States through Mam, where applicant’s inporter and
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national distributor is |ocated, but not the LITTLE HAVANA
section thereof. Thus, we cannot presune that a goods/pl ace
associ ation exists herein based on a conclusion that the
goods originate in the place naned in the mark, since
appl i cant’s goods do not originate in LI TTLE HAVANA ©
Because we conclude that the Exam ning Attorney has not
est abl i shed a goods/ pl ace associ ati on between LI TTLE HAVANA
and the rum products identified in this application, we find
that the Exam ning Attorney has not established that the
mark herein is primarily geographically deceptively
m sdescriptive in connection with the identified goods under
Section 2(e)(3) of the Act.
Applicant’s Allegation of Extenuating G rcunstances
Wi | e we have concl uded that the Exam ning Attorney has
not established that the mark herein is primrily
geogr aphically deceptively m sdescriptive and, thus, the
refusal to register is reversed, we feel conpelled to
address several of applicant’s argunents which are not well -
taken so that there is no m sunderstandi ng about the basis
for our decision herein.
In particular, applicant’s contention, essentially,
t hat extenuating circunstances warrant reversal of the

refusal to register fornms no basis for our reversal herein.

® W disagree with the Exanining Attorney’s conclusion that applicant’s
goods originate in Mam . The fact that applicant’s goods are
manufactured in nore than one | ocation does not, alone, lead us to
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Applicant states that it began its rum produci ng business in
Cuba and intends to resunme producing rumin Cuba, and to use
t he proposed marks herein in connection with such rum as
soon as legally and politically possible. Applicant
explains its history and relationship to Cuba, stating that
“applicant is presently owned by descendants of Don Facundo
Bacardi, who over a century ago in Cuba originated a recipe
and process for the distillation and manufacture of rumthat
is sold under the BACARDI nanme and mark” and that “[o0]n

Cct ober 14, 1960, the Cuban properties of applicant’s
predecessor were unlawfully expropriated’; that applicant is
a wel | -known producer of Cuban rum which is now produced

el sewhere according to the same fornul ae and processes that
have been handed down over the past 130 years in the Bacardi
famly; that applicant originated the “light style of rum
aged and carefully bl ended” that applicant alleges is
popular in the United States; and that applicant intends to
produce rumin Cuba, where applicant’s rum busi ness began,
“Iw] hen the President of the United States, pursuant to the
Cuban Denocracy Act of 1992, 22 U S.C A Section 6007(b),
certifies that a denocratic governnent has been re-
established in Cuba such that the U S. trade enbargo with
Cuba is lifted”. Applicant submtted no evidence in support

of its statenents.

conclude that the mere inportation and distribution of applicant’s goods
determ nes the place of origin of applicant’s goods.
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Applicant states, in its brief, that:

to refuse to allow intent-to-use applications

: because of the current enbargo, unfairly
prejudi ces conpanies . . . that adhere to U. S.

| aw. Cuban state-run tradi ng conpani es, many of
whi ch operate out of facilities confiscated by
Castro frompre-Castro Cuban free enterprises, are
unfairly favored, because they are presunmably
permtted to register such marks in the United
States on an ‘intent-to-use’ basis or under treaty
rights even though they cannot have a present bona
fide intent to use those marks in interstate
comerce within the United States as the enbargo
does not permt such usage. Such a policy
unfairly favors the anti-denocratic, Comuni st -
control |l ed business entities in Cuba, by
permtting them in effect, to register marks that
arguably evoke the rich heritage of Cuban history
and culture, while denying the expatriate Cuban
busi nesses that hel ped build that heritage from
registering marks . . . that evoke a pre-Castro,
Cuban lifestyle. Such a policy is contrary to the
Cuban Denocracy Act, which is intended to pronote
t he adoption of a denocratic governnment in Cuba.

Appl i cant asserts that “[i]n view of recent events, it is
quite possible that the policy of the U S. governnent as
expressed in federal lawwill be effective and within [the]
thirty nonths [that an intent-to-use applicant is permtted
after allowance in which to use a nmark] denocracy will be
re-established in Cuba” and, thus, the Exam ning Attorney’s
refusal to register would be noot.’

We find applicant’s position to be unpersuasive as it

is based on a nunber of m sconceptions. First and forenost,

" As applicant notes, the provisions establishing and defining the terns
of the trade sanctions, or “enbargo,” against Cuba can be found in the
Trading Wth The Enemy Act, 50 U.S.C A App. 8 16(b)(1), the Cuban
Denocracy Act, 22 U S.C. A 6001 et. seq. and the Cuban Asset Control
Regul ati ons, Chapter 31 C.F.R Part 515.
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we have found the primary geographi c connotation of
applicant’s mark to be LITTLE HAVANA in Mam , Florida,

rat her than Havana, Cuba. Thus, the issues surroundi ng
applicant’s ability or inability to manufacture its goods in
Cuba, and the existence of trade sanctions agai nst Cuba, are
irrelevant to our consideration in this case.

Simlarly, we see no basis for applicant’s allegations
of prejudice. A so-called Cuban state-run trading conpany
applying to register in the United States the marks herein
on the basis of a bona fide intention to use such marks in
commerce, in connection wth the identified goods herein,
woul d be subject to the sanme exam nation and sanme refusals
to register as applicant. The fact that such conpany woul d
likely indicate its intention for its identified goods to
originate in HAVANA, Cuba, would result in the refusal,
based on the geographic significance of the marks, being
made under Section 2(e)(2), rather than, as herein, under
Section 2(e)(3). Presumably, the sanctions contained in the
relevant | aws and regul ati ons pertaining to Cuba woul d
present the same problens to any intent-to-use applicant
(i.e., the uncertainty that the required use of the mark in
commer ce between the United States and Cuba coul d occur
within the tinmeframe mandated in the Trademark Act so that
the intent-to-use application could mature into a

regi stration).

10
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The Cuban Asset Control Regul ations (“the
Regul ations”), at 31 C F. R 515.527, permt certain
transactions with respect to the filing of trademark
appl i cations and mai ntenance of trademark registrations.
Certain special procedures pertaining to such transactions
are detailed in the Regul ations; however, in all other
respects, the procedural and substantive provisions of the
Trademark Act and relevant |aw and regul ati ons nust be met.?

Finally, we note that, to the extent applicant is
argui ng that substantive exam nation of an application
shoul d be deferred until a statenent of use is filed,
applicant’s position is not well-taken. Wile it is not the
case herein, even if an uncertain future event could render
a substantive refusal noot, the Exam ning Attorney is
required to conduct, to the fullest extent possible, a
substantive exam nation of an application, regardl ess of
whet her it is based upon Sections 1(a), 1(b) or 44 of the
Act, prior to passing the application to publication for
opposition. See, In re Parfuns Schiaparelli Inc., 37 USPQRd
1864 (TTAB 1995); and In re American Psychol ogi cal

Associ ation, 39 USPQ2d 1467 (Commir. 1996). Thus, the

8 Thus, for exanple, the nost likely statutory basis for filing a
trademark application, subject to the Regul ations, would be under
Section 44 of the Act, based on a foreign filing or registration in a
country that is a party to the Paris Convention and/or the Wrld Trade
Organi zation. Further, an existing registration, which is subject to
t he Regul ati ons, woul d be subject to the maintenance provisions in
Sections 8 and 9 of the Act, permitting a showi ng of nonuse due to
speci al circunst ances.

11
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Exam ning Attorney properly considered the issue of

geogr aphi ¢ descriptiveness during his exam nation of the
subj ect applications. Further, applicant admtted that, at
the tinme of filing the applications and during the

exam nation thereof, it was legally precluded from produci ng
the identified products in Cuba. Therefore, the Exam ning
Attorney properly considered those facts, rather than
considering applicant’s allegations of possible future
occurrences and, while reversed by this Board, his refusal
under Section 2(e)(3) of the Act, on the ground that the
mar ks herein are primarily geographically deceptively

m sdescriptive in connection with the identified goods was

tinmely.

12
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Deci sion: The refusal under Section 2(e)(3) of the Act

is reversed.

J. D. Sans

T. J. Quinn

C. E Wilters
Adm ni strative Tradenmark Judges,
Trademark Trial and Appeal Board
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